Generic Intellectual Partnership Agreement


The following generic agreement between an Academic Institution (“Institution”) and Business/Industry/Government organization (“Sponsor”) is intended to serve as a starting point for preparing a legal agreement between an Institution and Sponsor.  At least some of this text would need to be modified for a specific agreement, and the full agreement should be reviewed and approved by legal representatives of both parties.

SPONSORED PROJECT AGREEMENT

Between

<Sponsor Name>

and

<Academic Institution>

THIS AGREEMENT is made by and between <Sponsor Name> (“Sponsor”) and <Academic Institution> (“Institution”); together the “Parties”.

WHEREAS, Sponsor wishes to provide financial support for the project entitled <TITLE OF PROPOSAL>, as further described in the attached Appendix A (“Project”) incorporated into this Agreement by reference; and

WHEREAS, Institution has an established program directed by <INSERT NAME> (“Principal Investigator”) to conduct the Project;

NOW THEREFORE, In consideration of the mutual covenants and promises herein contained, the Parties agree as follows:

1.0
Effective Date.  The effective date of this Agreement is <ENTER DATE> (“Effective Date”)

2.0
Project.

2.1
The Project will be directed and supervised by the Principal Investigator, who shall have primary responsibility for the performance of the Project.  If <INSERT NAME> ceases to serve as Principal Investigator for any reason, Institution will promptly notify Sponsor and Institution and Sponsor shall use good faith efforts to identify a mutually acceptable replacement within sixty (60) days.  If a suitable replacement cannot be identified within the sixty day period, Sponsor shall have the right to terminate this Agreement as provided in Section 12.

2.2
Institution agrees to make available such other qualified personnel, physical facilities and services as Institution possesses and as may be required to carry out the Project.

2.3
Institution agrees to prepare and deliver interim and/or final reports on the Project, for Sponsor’s internal use, with the following schedule: <INSERT SCHEDULE>.

2.4 Sponsor understands that Institution may be involved in similar projects through its employees on behalf of Institution and others.  Institution shall be free to continue such projects provided that they are conducted separately; if there is scientific overlap by different investigators from the Project, Sponsor shall not gain any rights via this Agreement to other projects.

2.5 The term of the Agreement shall be as provided in Section 11.1.
3.0
Compensation.

3.1
As consideration for Institution’s performance of the Project, Sponsor agrees to pay Institution the total sum of U.S. $<XX> as detailed in the approved budget in the attached Appendix B incorporated into this Agreement by reference.  The payment terms shall be as follows: <INSERT PAYMENT TERMS>.

3.2
Sponsor shall make payment to <INSERT MAILING ADDRESS> with reference to Project.

3.3 Principal Investigator may transfer funds within the budget as needed without Sponsor’s approval so long as the scope of work under the Project remains unchanged.

4.0
Equipment.  Institution shall retain title to all equipment purchased and/or fabricated with funds provided by Sponsor under this Agreement

5.0 Rights in Data.  Subject to Section 8.0, Institution shall have the right to copyright, publish, disclose, disseminate and use, in whole and in part, any data and information received or developed under this Agreement.  The Sponsor shall have the right to duplicate and use for its internal use the technical reports and information specified to be delivered hereunder.  It is agreed that under no circumstances will the Sponsor state or imply in any publication or other published announcement that Institution tested or approved any product which is manufactured, sold, or distributed under a brand name or trademark.  It is also agreed that the Parties will not, under any circumstances, use the name of the other Party or its employees in any advertisement, press release or publicity with reference to this Agreement, without prior written approval of the other Party.

6.0
Publication.  Institution may publish the findings made by these studies, but will send all publications to Sponsor at least thirty (30) days prior to public disclosure to provide opportunity for review and comment and to determine if patentable subject matter or Sponsor Confidential Information are contained therein.  Institution agrees to remove Sponsor Confidential Information as requested by Sponsor prior to disclosure, or to delay disclosure up to sixty (60) days to seek appropriate protection for patentable subject matter.  If Sponsor raises no objection within the notification period above, then Institution has the right to proceed with publication.  Institution shall have the final authority to determine the scope and content of any publications, except for removal of Sponsor Confidential Information as described above.
7.0
Intellectual Property.

7.1
Subject to any obligations to the United States Government pursuant to the provisions of 35 U.S.C. sections 200-212 and applicable regulations of Chapter 37 of the Code of Federal Regulations.

7.1.1
Intellectual property resulting from the performance of the Project and created solely by legal inventors or authors who are Institution employees will be owned by Institution (“Institution IP”).

7.1.2
Intellectual property resulting from the performance of the Project and created solely by legal inventors or authors who are Sponsor’s employees will be owned by Sponsor (“Sponsor IP”). 

7.1.3 Intellectual property resulting from the performance of the Project and created jointly by legal inventors who are Institution’s employees and Sponsor’s employees will be owned jointly by Institution and Sponsor (“Joint IP”).

7.1.4 It is agreed that any disputes in inventorship will be submitted to nonbinding arbitration by a panel made up of patent attorneys or examiners mutually agreed upon by Sponsor and Institution.

7.2 Patent applications will be filed by Institution on Institution IP and Joint IP.  Sponsor may, at any time, request Institution to file a patent application on Institution IP or Joint IP.

7.2.1 If such a request is made, Sponsor agrees to reimburse Institution for all patent costs plus a 15% patent administration charge.  In addition, Sponsor has the right to review all filings and office actions related to the patent applications, provided, however, that in an emergency when immediate action is needed to protect Institution IP or Joint IP, documents may be filed prior to review by the Sponsor and in such event, telephone or facsimile notice shall be given promptly by Institution or Institution’s counsel of such action.  Institution will use reasonable efforts to avoid emergency situations in cases where they have control over the timing of steps involved in protecting Institution IP or Joint IP.

7.3 In consideration of Sponsor’s support of this Project and to the extent that Institution has a right to grant such license, Sponsor shall be entitled to an option to negotiate a royalty-bearing license to Institution IP and/or Institution’s interest in Joint IP, so long as Sponsor agrees to reimburse Institution for all patent costs plus a 15% patent administration charge during the term of the option.  Failure to reimburse Institution’s patent costs plus a 15% patent administration charge will result in termination of the option.

7.3.1 Sponsor must exercise the option in writing to Institution within four (4) months of Institution’s notification to Sponsor of any invention/discovery or within four (4) months of the termination of the Project, whichever occurs sooner.

7.3.2 A license must be negotiated in good faith within four (4) months of Sponsor’s written notification that it wishes to exercise the option.  Said license shall contain reasonable terms that are standard in the industry for the Institution IP and/or Institution’s interest in Joint IP, shall require diligent performance by Sponsor for the timely commercial development and marketing of such Institution IP and/or Institution’s interest in Joint IP, and includes Sponsor’s obligation to reimburse Institution’s patent costs plus a 15% patent administration charge for all inventions subject to the license.

7.4 Sponsor shall retain all invention disclosures submitted by Institution in confidence and use its best efforts to prevent disclosure to third parties.  Sponsor shall be relieved of this obligation only when this information becomes publicly available through no fault of Sponsor.

7.5
All licenses elected by Sponsor herein become effective as of the date Institution and Sponsor sign a license.

8.0 Confidential Information.

8.1
The Parties acknowledge that it may be necessary to disclose information to the other Party that is considered proprietary or confidential ("Confidential Information").  If the provider of information considers the information as Confidential Information, it shall be identified as such in writing or marked “CONFIDENTIAL”.  If orally disclosed to or observed by the recipient, Confidential Information shall be reduced to writing by the provider, marked “CONFIDENTIAL,” and delivered to recipient within thirty (30) days of disclosure.

8.2 The recipient of Confidential Information agrees to keep in confidence and not to disclose Confidential Information to any persons outside the recipient’s organization or to any unauthorized persons within recipient’s organization, without the prior written approval of provider.  Recipient acknowledges it will treat provider’s Confidential Information in a manner consistent with recipient’s treatment of its own similar Confidential Information.  However, the foregoing obligation of nondisclosure shall not apply to any portion of Confidential Information which:

8.2.1 was in the possession of recipient before receipt from provider; or
8.2.2 is or becomes a matter of public knowledge through no fault of recipient; or
8.2.3 is rightfully received by recipient from a third party without a duty of confidentiality; or
8.2.4 is disclosed by provider to a third party without a duty of confidentiality on the third party;
8.2.5 is independently developed by recipient and shown by documentation; or
8.2.6 is disclosed publicly under operation of law.
8.3 Recipient shall not disclose Confidential Information disclosed under this Agreement for a period of five (5) years from the date of expiration or termination of this Agreement.

8.4 Upon request of provider, recipient shall return or destroy all Confidential Information.  However, recipient may retain one (1) copy for archival purposes and to confirm compliance with this Agreement.

9.0
Material Transfer.  Should tangible proprietary materials (e.g. biological materials, seeds, software, prototypes) be transferred between the Parties during the term of this Agreement, a copy of the fully executed material transfer agreement shall be attached as Appendix C.

10.0
Warranty.  All results of the Project are provided AS IS WITHOUT WARRANTY OF MERCHANTABILITY OR FITNESS FOR A PARTICULAR PURPOSE OR ANY OTHER WARRANTY, EXPRESS OR IMPLIED.  Institution MAKES NO REPRESENTATION OR WARRANTY THAT THE USE OF THE MATERIAL WILL NOT INFRINGE ANY PATENT OR OTHER PROPRIETARY RIGHT.

11.0
Insurance, Indemnification and Liability

11.1
Sponsor shall not be responsible or liable for any injuries or losses which may result from the implementation or use by Institution of the results from the Project.

11.2 To the full extent permitted by <REFERENCE TO STATE LEGAL CODE>, Institution will indemnify, defend and hold harmless Sponsor, its directors, officers, agents and employees with respect to any personal injury or other expense, claim, liability, loss, damage or costs (including attorneys’ fees) in connection with or in any way arising during performance of Project work by Institution’s employees or agents.

11.3
Sponsor will indemnify, defend and hold harmless Institution, its directors, officers, agents and employees with respect to any personal injury or other expense, claim, liability, loss, damage or costs (including attorneys’ fees) in connection with or in any way arising during performance of Project work by Sponsor’s employees or agents.

12.0
TERM and TERMINATION
12.1
This Agreement shall begin on the Effective Date, according to Section 1.0, and extend through <ENTER DATE> unless terminated earlier as provided hereunder.
12.2
Termination for Cause.  Sponsor may terminate this Agreement prior to the expiration of the natural term of the Agreement by giving thirty (30) days’ written notice to Institution.  Upon early termination of this Agreement by Sponsor, Institution will be compensated for all actual and allowable expenses and all noncancellable obligations properly incurred or encumbered prior to that date of termination.

12.3 Termination for Convenience.  Either Party may terminate for convenience with sixty (60) days written notice.  Upon termination for convenience by either Party, the terminated Party will be compensated for all actual and allowable expenses and all noncancellable obligations properly incurred or encumbered prior to that date of termination.
12.4 Upon termination, recipient shall discontinue use of Confidential Information and return or destroy all such information to provider, subject to retention of one (1) copy for archival purposes to confirm compliance with this Agreement.

12.5 Termination rights under any material transfer agreement as described in Section 9.0, shall be as described in the material transfer agreement.

13.0
Notices.
<Sponsor Name>

For Technical matters

Name:

Title:

Address:

Phone:

Fax:

Email:

For Business matters

Name:

Title:

Address:

Phone:

Fax:

Email:

For Intellectual Property matters

Name:

Title:

Address:

Phone:

Fax:

Email:

<Institution Name>

For Technical Matters

Name:

Title:

Address:

Phone:

Fax:

Email:

For Business Matters

Name:

Title:

Address:

Phone:

Fax:

Email:

For Intellectual Property Matters

Name:

Title:

Address:

Phone:

Fax:

Email:

14.0
Assignment.  This Agreement is personal in its character and cannot be assigned, sold, transferred or encumbered in any manner by any Party hereto without the express written consent of the other Party, any attempt to do so being void.

15.0
Governing Law.  This Agreement shall be deemed to be a contract under, and shall be governed by and construed and enforced in accordance with the laws of the State of <NAME OF STATE>.

16.0
Entire Agreement.  This Agreement sets forth the entire Agreement between the Parties and supercedes all previous agreements written or oral.  This Agreement may be amended only by an instrument in writing duly executed on behalf of the Parties.

IN WITNESS WHEREOF, Sponsor and Institution have caused this Agreement to be executed by their duly authorized representatives as of Effective Date written above.

<Sponsor Name>

Agreed and Understood

	
	/

	Name
	Date


Title:

	
	/

	Name
	Date


Title:

Approved

	
	/

	Name
	Date


Title:

<Institution Name>

Agreed and Understood

	
	/

	Name
	Date


Title:

	
	/

	Name
	Date


Title:

Approved

	
	/

	Name
	Date


Title:

Appendix A:  Research Plan

Appendix B:  Budget

Appendix C:  Material Transfer

(Attach a fully executed  material transfer agreement)
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